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DETAILED ACTION 

Claim Objections 

1 . Claims 1-9 are objected to because of the following informalities: Claim 1 
includes (RE's); however parenthesis are only appropriate for reference characters. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-2, 8-10, 12-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US patent Publication 20010051225 by Van Ooij et al. 

Van Ooij discloses a Zn~AI eutectoid hot-dip galvanizing bath for stainless steel, 
where the galvanizing bath further comprises an alloy metal selected from the group 
consisting of Bi, rare-earth metals (RE's) or Si (0042-0044). 

Claim 2: Van Ooij discloses Al about 22.1% w/w to about 22.7% w/w (0029). 

Claims 8-9: Van Ooij discloses a bath temperature of about 530.degree. C. to 
about 600.degree. C. and a dip time from about 60 to about 180 seconds (0042). 
Additionally, the examiner notes the composition is capable of being utilize in this 
manner. 
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Claim 10: Van Ooij explicitly disclose a hot-dipped galvanized steel coating 
comprising: a) an interface layer comprising binary Fe.sub.2Al.sub.5;b) an intermediate 
layer comprising a multiphase microstructure and consisting of a phase rich in Al and a 
phase rich in Zn; and c) an overlay layer (0051 , examples). 

Claims 12-14: Van Ooij discloses the process as claimed using the components 
as claimed, see discussion above. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-4, 8-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Van Ooij. 

The examiner maintains the position as above, Van Ooij explicitly discloses using 
bismuth, see 0043, however, at the very least inclusion of Bi in the galvanization bath 
would have been obvious to one of ordinary skill in the art at the time of the invention 
because Van Ooij explicitly discloses inclusion of Bi will provide certain benefits and 
therefore one would desire to reap those discloses benefits. 

Claim 2, 12: As for the requirement of the aluminum context, Van Ooij explicitly 
discloses about 22 wt%, which the examiner maintains is about 22.1 wt% as claimed. 
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Alternatively, A prima facie case of obviousness exists where the claimed ranges and 
prior art do not overlap but are close enough that one in ordinary skill in the art would 
have expected them to have the same properties. Titanium Metals Corp. of America v. 
Banner, 778 f.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 
Finally, Van Ooij discloses 17-40 wt% and In the case where the claimed ranges 
"overlap or lie" inside ranges disclosed by prior art a prima facie case of obviousness 
exists. In re Wertheim, 541 F.2d 257 191 USPQ 90. See MPEP 2144.05. 

Claims 3-4, 11, and 15: Van Ooij discloses including an alloy material to control 
the appear and properties of the coating and discloses including Bi which will added at 
low concetrations to control viscosity of the bath, dross formation, and reactivity of the 
bath (0043) and therefore explicitly discloses the amount of Bi is low and is a result 
effective variable and therefore, it would have been obvious to one skill in the art at the 
time of the invention was made to determine the optimal value for the amount of Bi used 
in the process, through routine experimentation, to impart the coating with the desired 
properties. Additionally, It would have been obvious to a person having ordinary skill in 
the art at the time the invention was made to provide an appropriate amount of Bi, since 
it has been held that discovering an optimum value of a result effective variable involves 
only routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

6. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Van 
Ooij in view of US patent 4812371 by Shindou et al. 
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Van Ooi discloses all that is discussed above and is applied here for the same 
reasons as applied above. Additionally, Van Ooij explicitly discloses "small quantities 
of other metals may be added to the zinc-aluminum bath to control the appearance and 
properties of the coating formed." (0043). 

Claims 5-6: Shindou et al discloses inclusion of rare earth elements 
(Mischmetal) of La and Ce to the Zn-AI galvanization bath and therefore using one or 
both of these elements to add to teh bath would have been obvious to one of ordinary 
skill in the art to provide the benefits of refining the crystal grain of the Al and to provide 
luster and smoothness to the coating (column 5). Shindou discloses 0.02 to 0.5 wt % of 
the rare eath metal in the bath and therefore It would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to provide an 
appropriate amount of La and Ce, since it has been held that discovering an optimum 
value of a result effective variable involves only routine skill in the art. In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). 

Claim 7: Shindou discloses inclusion of Si to the Zn-AI galvanization bath to 
enhance the appeares of the coating and therefore including Si would have been 
obvious to reap the benefits of improving appearance. Shindou discloses 0.02 to 1 wt% 
of Si, which In the case where the claimed ranges "overlap or lie" inside ranges 
disclosed by prior art a prima facie case of obviousness exists. In re Wertheim, 541 
F.2d 257 191 USPQ 90. See MPEP 2144.05. It would have been obvious to a person 
having ordinary skill in the art at the time the invention was made to provide an 
appropriate amount of Si, since it has been held that discovering an optimum value of a 
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result effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272, 
205 USPQ 215 (CCPA 1980). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DAVID TUROCY whose telephone number is (571)272- 
2940. The examiner can normally be reached on Monday, Wednesday and Friday from 
7 a.m. - 6 p.m., Tuesday and Thursdays 7-10 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/David Turocy/ 
Examiner, Art Unit 1792 



